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ABSTRACT

In this article, from the perspective of analyzing European Union law and Vietnamese law on patent
registration as well as the practical examination of patent applications in the European Union and
Vietnam in which proposes experience for Vietnam in the process of completing, amending, and
supplementing legal regulations related to the process and methods of examining patent appli-
cations to save time on granting patents as well as protect industrial rights of the applicant. As a
matter of practice, the long process of examining industrial property applications in general and
patents, in particular, has caused difficulties for the rights holder in the process of intellectual prop-
erty exploitation while the cycle of development of alternative technology or, in other words, the
life cycle of technology is getting shorter and shorter. In this regard, the right holders only have a
few years even a couple of months from the application date to start the process of commercial
exploitation so that the right holders are unable to recover the expense of the investment for de-
veloping inventions. Besides, the number of patent applications is increasing along with economic
development and national start-up campaigns. Therefore, in the context of shortening patent ex-
amination and other industrial property, in general, are now significantly necessary. Furthermore,
within the scope of the article, the authors have compared the regulations of the European Patent
Convention regarding the patent application examination, despite the similar steps of filing com-
pared to Vietnam's regulations, the European Patent Convention still has some significant regula-
tions to shorten the examination. As the result, based on reference to EU regulations, the authors
propose a number of solutions to overcome the situations leading to the prolongation of the patent

Faculty of Law, University of Economics
and Law, VNUHCM, Viet Nam

Correspondence

Ngo Minh Tin, Faculty of Law, University
of Economics and Law, VNUHCM, Viet
Nam

Email: tinnm@uel.edu.vn

History

o Received: 25-11-2021
o Accepted: 07-10-2022
e Published: 15-10-2022

DOI : 10.32508/stdjelm.v6i3.982

| ‘i) Check for updates

Copyright

© VNU-HCM Press. This is an open-
access article distributed under the
terms of the Creative Commons
Attribution 4.0 International license.

Qs

‘ G
VNUHCM PRESS

|

granting time and effectively protecting the interests of the applicant in Vietnam.
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INTRODUCTION

Patents are technical solutions in a product or pro-
cess intended to solve a problem by applying natu-
ral laws >2. In a nutshell, patents are novel artificial
technical solutions to a technical issue, capable of ap-
plication and mass production >, Patents are not usu-
ally already existed in nature but must be through re-
search and investment to apply the laws of nature to
create products or processes to solve a problem in life
and business. Patents, like other intellectual proper-
ties, take an essential role in the business activities of
enterprises?. Seeing that, along with the development
of the knowledge economy based on the achievements
of science and technology being oriented and built by
the Vietnamese Party and State, enterprises, in gen-
eral, have been more proactive in protecting intellec-
tual property, especially patents®. In contrast with
the established patent rights, the current application
examination in many countries is quite long, taking

2See more in Article 4, Paris Convention on the protection of In-
dustrial Property

about 20-60 months under normal conditions®. In

cases where the application needs to be revised or re-
sponded to the office for actions or opposition, the
timeframe for the examination can be much longer®.
The lengthy examination of patent applications comes
for many objective and subjective reasons. The ex-
aminers have to examine multi-criteria with a mas-
sive volume of citations on all documents in the world
that the examiners can access; the examining work
requires specialized expertise and is relatively com-
plex,... Ignoring the objective reasons, the process of
national examination is complicated, the capacity of
the examiners is limited, and the support from tech-
nology is not inefficient is also the main reason lead-
ing to the prolonged examination of patent applica-
tions in less developed countries, including Vietnam.
The current lengthy patent examination process has
caused many difficulties for the right holders in trad-

®In Vietnam, applicants have two months to respond to the notice
on formality examination, three months for substantive examination,
20 - 30 days for correspondence to appeal applications and response.
On average, applicants take from one to four months for every oppo-
sition.
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With
the present regulation on a time limit for examining,

ing, producing, and protecting their rights.

when receiving the patent registration certificate for
mass production, then the patent might lose its cre-
ative cycle. The patent protection is 20 years from
the application date, which is another problem for
the applicant when the examination is prolonged. Be-
cause the patent registration certificate is valid from
the registration date and sometimes, the timeframe
for the examination can be up to nearly ten years. As
in the case of utility solution application No. 2-2010-
00201 of VNU-HCM, the owner has only less than
one month to get the exclusive exploitation rights af-
ter getting the patent in September 20209, meanwhile,
other subjects have had access to this idea since the ap-
plication was published in 2010. The applicant only
has the right to warn without any exclusivity. From
the above practice of patent examination, in this ar-
ticle, the authors will refer to the European Union
patent application examination process by the Euro-
pean Patent Office (EPO). Based on analysis, evalua-
tion, and comparison of legal regulations of the Eu-
ropean Union (EU), there are some lessons learned
for Vietnam in shortening the examination time for
a patent application effectively.

THEORETICAL BASIS

The topic applies the perspective of the Balance of in-
terests theory and the Fair use Theory as the central
theoretical basis for the research process. In addition,
in this article, the author also applies the Lex natural
law Theory as a theoretical foundation to orient hu-
man creative freedom.

The project is expected to analyze two main contents
in the order of first and last, including Examination
of applications for registration of the invention under
the EU Patent Convention and Experience for Viet
Nam.

APPLICATION EXAMINATION FOR
REGISTRATION OF THE INVENTION
UNDER THE EU PATENT
CONVENTION

Patents and other industrial properties, in gen-
eral, are protected on the principle of territoriality,
which means that they are only protected in coun-
tries/territories (hereinafter referred to as countries)

“Ten years for the patent granted utility models registration cer-
tificate.

dSee utility models registration certificate “Hé théng truy vin
video huéng ngii nghia dua trén cong nghé nhan dang tiéng n6i” No.
2-0002326 issued on 25/6/2020 of Duong Anh Duc and Vu Hai Quan,
VNU-HCM.
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that receive applications and granting certificates that
have the responsibility to protect that trademark. To
earn protection from many countries, in principle, the
applicant shall submit the application to the countries
that desire the protection®. However, up to now, there
have not been any regional or international patent cer-
tificates recognized, despite several agreements guid-
ing the application and examination for members like
North Africa, and Africa within the framework of in-
ternational cooperation. In the EU, to create the fa-
cilitation for the citizens of member countries to es-
tablish rights for their types of intellectual property,
namely patents, the EU issued the European Patent
Convention (EPC) in 1973 and officially entered into
force in 19778 to regulate these issues.

European Patent can be seen as a more accessible,
money-saving alternative solution to earn protection
in the contracting state of EPC. The EPC is an inter-
national treaty whose aim was to create a law system
common to the Contracting States for patents’. EPC
seeks protection in designated countries at the filing
stage, securing it by a single patent European appli-
cation. The EPO is responsible for the examination
of patent applications, which is established by EPCS.
The task of the Organization shall be to grant patents
certificates called European Patent” issued under EPC
and affects as registered in a single country”®.

As a result, patent applications to be protected
in the designated countries will only have to go
through a general examination process, examined for
patentability according to a common standard. Euro-
pean patent applications will go through almost simi-
lar steps as those in Vietnam, which are as follows: for-
mality examination, search and opinion report, publi-
cation of patent applications and reports, substantive
examination and grant of patents, and publication of
patents for objections by third parties (if any).

(1) Formality examination

An applicant may file a European Application in two
ways'. Firstly, the applicant may file directly with
the EPO headquarter in Munich or affiliation in The
Hague, Berlin, Vienna, Brussels®; or secondly, the ap-
plicant may file with the national IP Office, which
shall have the same effect as if it had been filed directly
with EPO. However, the IP office of contracting states
must transfer the applications to EPO within a time
limit or they will be deemed withdrawn.

¢Can apply through the PCT system

fArticle 1, European Patent Convention
8Article 4, European Patent Convention

hpara 1, Article 2, European Patent Convention
I Article 75, European Patent Convention

J Article 77, European Patent Convention
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Similar to Vietnam Regulations, EPO will examine the
application number and application date after receiv-
ing the necessary documents and registration fee. Af-
ter 18 months from the application date or priority
date (if any) or the date that the applicant requires,
EPO will publish the patent application. The exami-
nation includes a formality examination and substan-
tive examination, a translation, inventor’s informa-
tion, representative’s information, and a fee that has
been paid or not along with this formality examina-
tion. EPO will conduct a search report in Europe, list-
ing all available and appropriate documents to assess
the novelty and creativity. The search report will be
based on the claims, with due regard to the descrip-
tion and any drawings®. When finished, the EPO will
send the search report to the applicant and any copy of
citations and opinions on the patent and application
meeting the requirements.

(2) Application and Search report’s publication in
Gazette

Regarding the time limit of publication, similar to
other countries, including Vietnam, the EU grants the
applicant the right to choose between requesting an
early publication or automatic publication from the
end of the 18th month following the application date
or priority date!. Since the publication date, European
patent applications have had provisional protection in
contracting designated states™" . However, the pub-
lication at this stage only has the purpose of exposing
the patent to the public without letting a third party
oppose the patent application. Meanwhile, in Viet-
nam, the applicant has to wait till the patent grant reg-
istration certificate, which is time-consuming; with
this provision, the applicant in EU has the provisional
protection after the patent publication®.

(3) Substantive Examination

In contrast to the publication procedure, the sub-
stantive examination is not automatic, and the appli-
cant has to submit the substantive requirement within
six months from the publication date of the applica-
tion and the search report. Subject to certain excep-
tions, applicants must also respond to the search opin-
ion within the above-mentioned period and decide
whether to pursue their application by filing the re-
quest for examinationPd. Moreover, when the sub-
stantive requirement is submitted, the EPO will invite

kArticle 92, European Patent Convention

!Article 93, European Patent Convention

™ Article 67, European Patent Convention

"This is considered a prominent regulation of the EPC that has
overcome many problems related to the lengthy application exami-
nation time for the above mentioned patent.

°The applicant can have early publication.

P Article 70, European Patent Convention

4Vietnam regulates 36 and 48 months respectively for utility mod-
els and patents.

the applicant to confirm the pursuit of the applica-
tion, unless the applicant has withdrawn. Once the
examination request has been made, the EPO will ac-
cess, based on the search report and the applicant’s re-
sponse, whether the European patent application and
the invention it relates to meet the requirements of
the EPC and whether the invention is patentable or
not. European patents shall be granted for any inven-
tions, in all fields of technology, provided that they are
novel, involve an inventive step, and are susceptible
to industrial application”. And these are also the con-
tents that the examining division of the EPO will ex-
amine whether the invention is officially protected or
not. In general, the appraisal criteria under the Viet-
namese and EU laws are similar and consistent with
international commitments. However, compared to
the EU, Vietnamese law allows the applicant to have
quite a lot of time to file a substantive examination
request®. According to the author, the length of this
period is not necessary and needs to be adjusted be-
cause there are possibilities that the applicant is trying
to delay the introduction of the patent into the mar-
ket, or that the patent is not essential enough, thereby
slowing down the general development of science and
technology.

In addition, the time limit for third parties to have
a sentiment or object to the grant of a patent is also
a significant difference between the patent registra-
tion procedure in the EU and Vietnam. Accordingly,
the Vietnam Intellectual Property Law stipulates that
the time limit for a third party to have any point of
view on the grant of patent protection is counted from
the publication date in the Industrial Property Offi-
cial Gazette to before the date of issuance of the de-
cision on grant of protection'. Pursuant to this pro-
vision, from the publication date in the gazette until
the decision on granting protection is made, any third
party may file an opposition to the grant of a patent.
In practice, the extended examination will lead to the
extension of the time limit for the third party to file
an opposition until a decision on granting a patent is
made, which will create advantages for the third party
to prepare the documents to file an opposition. In ad-
dition, if an opposition is filed during the examina-
tion period, the substantive examination will be fur-
ther extended for the examiner has to review the third
party’s objections and the responses submitted by the
parties. That causes many disadvantages to the en-
forcement of the rights of the applicant. Unlike Viet-
nam, to save time and ensure the applicant’s rights, the

"Para 1, Article 52, European Patent Convention

36 months for the utility models and 42 months for the patents.

'Article 112, Intellectual Property Law 2005 amend and supple-
ment in 2009, 2019

3056



Science & Technology Development Journal - Economics - Law and Management 2022, 6(3):3054-3060

third party only has nine months to file an opposition
against the grant of a patent. This period is counted
from the date of the mention of the European patent
grant and published in the European Patent Bulletin“.
Consequently, if the time limit expires, or if no third
parties file an objection or the objection without le-
gal grounds or any other reasonable reason, the patent
will remain in effect. However, if the third party’s op-
position is well-founded and fair, the EPO will cancel
the patent".

This provision has contributed significantly to pro-
tecting patent applicants against unreasonable obsta-
cles of competitors in their efforts to delay the grant-
ing of a patent and shortening the patent procedure.
Indeed, this regulation has reduced the examination
time to only two-thirds compared to the old appraisal
method. Following this method, the examiners will
complete the patent examination within the time limit
specified in the law without being influenced by the
opinions of the third parties in the examination pro-
cess. The third parties must wait until the result of
the substantive examination that the invention is pro-
tected or not before filing the opposition against the
patent application. In addition, this provision also
helps prevent the filing of opposition at the substan-
tive examination stage because filing at this stage may
not be necessary since the patent is protected or not
will depend on many factors. At the publication stage,
the examiners advised the applicant whether to pur-
sue or not, and the possibility of patent protection in
which the opposition filed at this stage may not be
necessary.

EXPERIENCE FOR VIET NAM

Despite substantial investment in technology sup-
porting as well as strengthening examiners’ capacity,
due to the rapid increase in the number of patent ap-
plications every year’ and the number of applications
that have not yet been reviewed from previous years,
the Intellectual property office of Vietnam (IPVN) has
a constant backlog and delays in returning examina-
tion results compared to time limit regulations. The
main reason usually comes from examining whether
the invention meets the requirements for protection
and giving a relatively long time for the parties to
object and respond to the opposition to the grant of
a patent registration certificate. The postponement
leads to the violation of Vietnam’s commitments to
international treaties and causes severe damage to the
applicants, thereby reducing the confidence of foreign
investors for fear of their IP rights being violated upon

"Article 99, European Patent Convention
VArticle 101, European Patent Convention
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their transfer and investment in Vietnam?®. Indeed,
although the IP Law stipulates an expedited exami-
nation period of about 22 months from the date of
filing the application", this timeframe is rarely met.
Due to a large number of unresolved applications in
recent years, in particular, in 2020, there were 125,689
applications of all kinds (up 4.1% compared to 2019)
with 76,720 applications establishing industrial rights
in terms of patent/utility models, industrial designs,
national and international trademarks applications '°
and had 8368 applications for patents/utility models,
an increase of about 3.1% compared to 2019 ! with
this number of applications, the actual examination
time for a patent application in Vietnam is quite long,
with some applications taking up to 110 months*.

To overcome some situations leading to the prolon-
gation of the patent granting time and effectively pro-
tect the interests of the applicant, based on reference
to EU regulations, the author proposes a number of
solutions as follows:

First, adjust the submission deadline for the substan-
tive examination. Accordingly, experience from the
EU shows that the prolongation of the time for sub-
mitting the substantive examination requirement cre-
ates conditions inadvertently for applicants to deliber-
ately delay launching patents into business production
and hinder the process development of science and
technology. Therefore, instead of 42 months, we only
need to prescribe six months like the EU. With this
regulation, the current examination procedure will be
reduced by 36 months compared to the current one.
Second, adjust the timing and duration of the applica-
tion for third-party objections. Asanalyzed above, the
current Vietnamese law allows a third party to have
the right to oppose a patent application from the mo-
ment it is published. As a result, many competitors
take advantage of the regulation to prolong the exam-
ination and exploit the applicant’s patent as the exam-
ination period will be interrupted for settlement once
the opposition is presented. While the application has
only just been published and is in the process of eval-
uation, it is unlikely that the patent will be granted
protection. Consequently, the third party’s opposi-
tion at this stage is unnecessary and wastes the par-
ties’ resources. From the assessment practice in the
EU, Vietnam should consider the regulation that only
allows third parties to object from the stage of patent
granting protection publication”. This regulation will

“If the application is eligible, there is a requirement for early publi-
cation and substantive examination right after the application is sub-
mitted.

*Utility models registration certificate “Hé thong truy vén video
huéng ngit nghia dya trén c6ng nghé nhan dang tiéng noéi” No. 2-
0002326 issued on 25/6/2020 of authors Duong Anh Duc and Vu Hai
Quan, VNU-HCM.

YGazette B
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help shorten the examination time and prevent parties
from wasting unnecessary resources.

Third, supplement the provisions on granting provi-
sional exclusive rights. Indeed, the purpose of patent
protection is to strike a balance the interests between
innovators and society’s access to new patents. If a
patent is created by an entity that has neither the po-
tential for development nor the intention to develop
when earning the exclusive rights, the community
cannot access the patent, and the original purpose of
the patent law is still not available to achieve. To avoid
using patents to limit competition, quickly bring tech-
nology to life, and evade the situation when patent
protection is outdated, it is thought that we should ac-
cept the provisional granting mechanism as follows:
EU regulations on patents and industrial designs. This
regulation will help the patent to be exploited earlier
while ensuring fairness for all parties. In case the ap-
plication is not granted, society will still have access.
Fourth, upgrade the material facilities and equipment
used to examine that patent application. In addition,
with the rapid growth of science and technology, hu-
man intelligence is being exponentially created and
approached in such a way that the examiner cannot
look up referenced sources traditionally. Thus, we
need to swiftly apply artificial intelligence (AI) tech-
nology to examine work to avoid backwardness and
poor efficiency. This change will shorten the exami-
nation time and improve the reliability of the results.
Fifth, privatization of examining activities. Follow-
ing the general trend of the innovation process, to in-
crease the privatization of services and decrease the
burden on state management activities, many coun-
tries worldwide have allowed private patent examina-
tions. Accordingly, parties have the right to use pub-
licly recognized and licensed personal due diligence
services as a basis for patent applications. This regu-
lation will help reduce the burden on state examin-
ers and improve the patent’s effectiveness after it is
granted.

CONCLUSION

Overall, the examination of patent applications in
Vietnam is identical to other countries in terms of
procedure. Current Vietnamese legal regulations
meet most of Vietnams commitments in interna-
tional treaties. However, the examination of patent
applications in Vietnam is currently taking a long
time, leading to visible damage to the applicant, so-
ciety, and the economy’s development. Due to the
strict regulations on the invention’s novelty, there
were many cases where patents were not protected,
and the exclusive exploitation period expired.

Based on analysis and comparison with EU legal reg-
ulations on examination time as well as process and
operation of EPO, the authors have proposed some
suitable solutions to shorten the time of patent ex-
amination as well as improve the quality of applica-
tion examination in the context of strong interna-
tional integration. Vietnam should learn from ex-
perience to be able to protect inventions in a com-
prehensive and timely manner such as: first, adjust
the application examination time; second, adjust the
timing and duration of opposition to third-party ap-
plications; third, supplement provisions on granting
provisional exclusive rights; forth, upgrade the mate-
rial facilities, equipment to support for examination
of patent applications; fifth, privatize appraisal activi-
ties.

LIST OF ABBREVIATIONS

EPC: European Patent Convention
EU: European Union
EPO: European Patent Office
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Tham dinh don dang ky sang ché theo EU - Kinh nghiém cho Viét
Nam

Ng6 Minh Tin", Tran Thi Thu Thao

TOM TAT

= Trong bai viét nay, dudi goc dd phan tich phap luat Lién minh chau Au va phap luat Viét Nam vé
) D] ) dang ky sang ché cing nhu thuc tién thdm dinh don dang ky séng ché tai Lién minh chau Au va
Use your smartphone to scan this Viet Nam, tir d6 dé xuat kinh nghiém cho Viét Nam trong qué trinh hoan thién, stta d&i, bS sung
céc quy dinh phap luat va cac quy dinh lién quan dén quy trinh va phuong phép thdm dinh don
dang ky sang ché nhdam tiét kiém thoi gian cdp van bang bao hd sang ché cliing nhu bao vé quyén
s& hitu cong nghiép clia ngusi nop don. Thuc t&, qua trinh tham dinh don dang ky sé& hiu cong
nghiép néi chung va sang ché noi riéng kéo dai da gay kho khan cho chd thé quyén trong qué
trinh khai thac tai san tri tué trong khi chu ky phat trién clia céng nghé hay néi cach khac la vong
dai ctia cong nghé ngay cang ngan di. Do do, viec cham tré trong viéc tham dinh don cdp van
bang bdo ho sang ché khién chii s& hiu quyén chi co vai ndm tham chi vai thang ké t&r ngay nop
don dé c6 thé bat dau qua trinh khai thac thuong mai ma chd s& hiru quyén khéng cé kha nang
thu hoi chi phi dau tu vao phét trién séng ché. Bén canh do, s lugng don dang ky sang ché ngay
cang tang cung vdi su phat trién kinh té va cac chién dich khéi nghiép quéc gia. Vi vay, trong béi
canh rdt ngdn thai gian tham dinh bang séng ché va qua trinh tham dinh cac tai sdn s& hiu cong
nghiép khac néi chung hién nay la rat can thiét. Trong pham vi bai bao, tc gid da so sanh cac quy
dinh clia Cong udc Chau Au vé sang ché lién quan dén viéc thdm dinh don déng ky sdng ché, mac
du cac budc ndp ho so tuong tu so véi quy dinh ctia Viét Nam, tuy nhién Cong uéc vé Sang ché
Chau Au van co mot s6 quy dinh dang k& dé rit ngdn thai gian thdm dinh. Do vay, trén ¢ s& tham
khdo cac quy dinh ctia EU, nhom téc gid dé xuat mét sé giai phap khac phuc tinh trang kéo dai
thoi gian cdp van bang bdo hé sang sang va bao vé hiéu qua quyén lgi ctia ngusi ndp don tai Viét
Nam.
Tu khoa: Cong udc Chau Au vé sang ché, sang ché, sang ché Chau Au, S& hiru tri tué
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